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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely Hied, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomri PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



Reopening of Prosecution 



1 . In view of the appeal brief filed on October 3, 2002, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection set forth below. 

To avoid abandonnnent of the application, appellant nnust exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) request reinstatennent of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1 .130, 
1 .131 or 1 .132) or other evidence are permitted. See 37 CFR 1 .193(b)(2). 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



3. Claims 1 , 2, 6-1 3, 1 6-20, 23-27, 29, 30, 40-46 are rejected under 35 U.S.C. 
102(b) as being anticipated by Hasegawa (U.S. 5,055,662). 

As per Claim 1, Hasegawa teaches an object having an associated 
authentication marker comprising: 

an object having a first surface (Figure 3 , Element 1 1 or Element 14); 



Claim Rejections - 35 USC § 102 



states. 
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an authentication marker disposed on said first surface of said object (Figures 1, 
7A, 7D and 7E; Column 4, Lines 39-43. Balance of the card, i.e.,"¥ 1230". is a mark 

that authenticates (proves the authenticity or actuality) of the remaining balance.); 
said authentication nnarker comprising: 

an electrophoretic display medium (Figure 1, Regions 2a and 2b) having a 
display state (Column 3,Lines 16-47), a first surface (Figure 3, Element 1 1), a second 
surface (Figure 3, Element 14 or Element 11); and a plurality of electrophoretic particles 
disposed between said first and second surfaces (Figure 3, liquid crystal layer 12); and 

a first electrode disposed adjacent said first surface of said electrophoretic 
display (Figure 3, Electrode plate 11 having terminals 16a); 

wherein said display state changes as result of movement by said electrophoretic 
particles in response to an electric field applied through said first electrode and to said 
display medium (Column 3, Lines 16-47) 

As per Claims 25, 26, 30 and 43-46, repeat substantially the same limitations as 
Claim 1 above and analogous remarks apply. 

As per Claim 2, Hasegawa teaches: 

a second electrode disposed adjacent to said second surface of said 
electrophoretic display medium (Figure 3, Element 14). 
As per Claim 6, Hasegawa teaches 

wherein said electrical signal comprises an electrical field applied between said 
first and second electrodes (Figure 3; Column 3, Lines 16-47). 



Application/Control Number: 09/464,264 Page 4 

Art Unit: 2623 

As per Claims 7 and 8, they recite substantially the same limitations as Claims 3 
and 4 above and analogous remarks apply. 

As per Claims 9, 29 and 42, Hasegawa teaches: 

wherein said electrophoretic display medium comprises at least one 
microencapsulated electrophoretic particle (Figure 3, Layer 12. Liquid crystal molecules 
are electrophoretic particles suspended in a fluid and move under the action of an 
electromotive force.). 

As per Claim 10, Hasegawa teaches: 

wherein said display state is an optical property. A display state is an inherently 
optical property (Column 3, Lines 16-29). 
As per Claim 11, Hasegawa teaches: 

wherein said change in said display state comprises a change to a substantially 
transparent optical property (Abstract; Column 3, Lines 16-47). 
As per Claim 12, Hasegawa teaches: 

wherein said change in said display state comprises a change to a substantially 
opaque optical property (Abstract; Column 3, Lines 16-47). 
As per Claim 13, Hasegawa teaches: 

wherein the display state is an impedance (Figure 5; Column 3, Lines 48-55)). 
As per Claim 16, Sheridan teaches: 

wherein said electrophoretic display medium is disposed on said first electrode 
(Figure 3, Elements 11 or 14) 

As per Claim 17, Hasegawa teaches: 
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wherein said first electrode is a conductive substrate (Figure 3, Elennent 14). 
As per Claim 18, Hasegawa teaches: 

wherein said object is selected from the group consisting of currency, stock 
certificates, bond certificates, negotiable instruments, debit cards, credit cards (Column 
1, Lines 8-9). 

As per Claim 19, Sheridan teaches: 

wherein the authentication marker is affixed to said first surface of said object 
(Figure 3, Element 1 1 is the first surface and the authentication marker is affixed to 
this). 

As per Claim 20, Hasegawa teaches: 

a second electrode adapted to interact with said authentication marker wherein 
said display state changes in response to an electrical signal communicated between 
said first electrode and said second electrode (Column 3, Lines 16-47). 

As per Claims 23 and 40, Hasegawa teaches: 

wherein said second electrode is in communication with a validation machine 
(Column 4, Lines 39-59). 

As per Claims 24 and 41 , Hasegawa teaches: 

a timer in communication with said authentication marker (Column 4, Lines 39- 

59). 

As per Claims 27 and 31 , Hasegawa teaches: 
wherein said message is text (Figure 1). 
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Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3-5, 14, 15, 21, 22, 28 and 31-39 are rejected under 35 V.S.C. 103(a) as 
being unpatentable over Hasegawa in view of Ota (U.S. 3,668,106). 

As per Claims 3 and 31 , Hasegawa does not specifically disclose the object of 
Claim 2 wherein at least one of said first electrode and said second electrode is 
disposed in a pattern forming text 

Ota teaches an electrophoretic display device wherein at least one of said first 
electrode and said second electrode is disposed in a pattern forming text ("E Figure 5, 
Element 23), 

It would have been obvious to one of ordinary skill in the art to display some form 
of text message, such as "OK", "Valid User", or "Mr. Jones' Card" when the user is 
authenticated and the authentication signal is transmitted to the display of Hasegawa. 

As per Claims 4, 28 and 32, Ota teaches: 

wherein at least one of said first electrode and said second electrode is disposed 
in a pattern forming an image (an "E" is an image, Column 5,Lines 33-40, but Ota goes 
on to teach that smaller picture Elements can be found (Column 6, Lines 25-32), and it 
is obvious that a variety of images can be made with picture Elements). 
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It would have been obvious to one of ordinary skill in the art to display some form 
of image or icon as taught by Ota when the user is authenticated and the authentication 
signal is transmitted to the display of Hasegawa. 

As per Claim 5, Hasegawa does not specifically teach transparent electrodes, 

Ota teaches: 

wherein at least one of said first and second electrode is substantially clear 
(transparent, Column 5, Lines 14-15). 

It would have been obvious to one of ordinary skill in the art to use the 
suggestion of Ota to create a system that reveals obscured information via a 
transparent wall that can be used as an electrode in the authentication display of 
Hasegawa by using the well known principles taught by Ota. 

As per Claim 14, Hasegawa does not specifically teach that their displays reveal 

or 

obscure the display, however, Ota teaches: 

wherein said change in said display state comprises a change to reveal text 
obscured by said electrophoretic display medium (Column 3, Lines 8-17 and Column 5, 
Lines 5-12). 

It would have been obvious to one of ordinary skill in the art to use the 
suggestion of Ota to create a system that reveals obscured information in the 
authentication display of Hasegawa by using the well known principles taught by Ota so 
as to create changeable displays. 

As per Claim 15, Hasegawa does not specifically teach that their displays reveal 
or obscure the display, however, Ota teaches: 
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wherein said change in said display state comprises a change to reveal an image 
obscured by said electrophoretic display medium (Column 3, Lines 8-17 and Column 5, 
Lines 5-12). 

As per Claims 21 and 38, Ota teaches: 

wherein said second electrode is an electrostatic head (Figure 8A, Element 30). 

As per Claims 22, 33 and 39, Ota teaches 

wherein said second electrode is a charged stylus (col. 6, 1 1 . 70-75). 

As per Claim 33, Ota does not specifically teach that he uses conductive ink, 
however, his electrophoretic material is the functional equivalent of conductive ink 
(Column 3, Lines 17-25). 

As per Claim 34, Ota teaches: 

wherein at least on of said first and second electrical signals comprises an 
electrical field applied between said first electrode and said conductive ink (Column 3, 
Lines 17-25, the electrophoretic materials are drawn to one electrode and thereby the 
electric field is applied to the particles via the other electrode.) 

As per Claim 35, Ota teaches: 

a second electrode disposed adjacent said substrate (Figure lb, Element 8 or 9) 
and adjacent said electrophoretic display medium. 

As per Claim 36, Ota teaches: 

wherein at least one of said first electrical signal and said second electrical signal 
comprises an electrical field applied between said first electrode and said second 
electrode (Figure la, Elements 10 and 11). 
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As per Claim 37, Ota teaches: 

a second electrode adapted to interact with said electrophoretic display medium 
(Figure 8A, Element 30). 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mehrdad Dastouri whose telephone number is (703) 
305-2438. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on (703) 308-6604. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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